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REMARKS 

Claim 6 has been amended to resolve an issue raised by the Examiner. Entry of the 
amendment is respectfully requested. 

Information Disclosure Statement 

Applicants note that an Information Disclosure Statement with a Statement under 37 
C.F.R. 1.97(e), the IDS fee, and a European Search Report and references is submitted herewith. 
Applicants respectfully request that the Examiner consider the disclosed information and return 
an initialed PTO/SB/08 form with the next communication from the PTO. 

Objection to Claim 6 

On page 2 of the Office Action, the Examiner has objected to claim 6 because the word 
"compound" should be deleted in the second line, as the corresponding word has been deleted 
from base claim 1. 

In response, Applicants have deleted the word "compound" from the second line in claim 
6. Accordingly, Applicants submit that this objection has been overcome, and withdrawal of the 
objection is respectfully requested. 

Obviousness Rejections 

On page 3 of the Office Action, claims 1-4 and 8-10 stand rejected under 35 U.S.C. § 
103(a) as being unpatentable over Nishikawa et al (Materials Sci. and Eng. C8-9: 495-500; 
1999), in view of Watanabe et al (Biomacromolecules 3: 1 109-1 114; 2002), and further in view 
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of Sawhney, A. (U.S. Patent No. 6,818,018; filed August 14, 1998). Also, on page 3 of the 
Office Action, claims 1 and 6 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Nishikawa et al, in view of Watanabe et al, and further in view of Sawhney, A., as applied to 
claims 1-4 and 9-10 above, and further in view of Zou et al (U.S. Patent Publication No. 
2002/0187105; filed February 1, 2002). 

In response, Applicants maintain that the present invention is not obvious for the reasons 
of record, and rebut the Examiner's several counterarguments as follows. 

(a) The Examiner indicates that it is unclear how amphiphilic polymers are excluded 
from the instant claims and that the polylactic polymer contains polar water soluble groups, as 
lactic acid is water soluble. 

Applicants would like to bring to the Examiner's attention the fact that the water soluble 
groups in a lactic acid molecule disappear as a result of its polymerization. Namely, a carboxy 
group (-COOH) and a hydroxy group (-OH), which are water soluble groups, form a carboxylic 
acid ester group (-COO-), which is not water soluble. After polymerization, there remain no 
polar water soluble groups in the polymer except at both ends. Applicants submit that an 
ordinary artisan would not recognize polylactic acid as an amphiphilic polymer even though it 
has polar water soluble groups at both ends, since the polymer is almost entirely hydrophobic. 
As to a phospholipid, it contains a water insoluble carbon chain lipid and also polar water soluble 
groups. However, since it is not covalently bonded to a polylactic acid polymer according to the 
present invention, the phospholipid does not render the polylactic acid polymer of the present 
invention amphiphilic. Therefore, amphiphilic polymers are excluded from the instant claims. 

(b) The Examiner also indicates that Applicants' assertion in the previous Remarks is in 
conflict with the teachings of Applicants' own specification. 



5 



AMENDMENT UNDER 37 C.F.R. § 1.1 16 
Application No.: 10/580,029 



Attorney Docket No.: Q95047 



It is true that a phospholipid can be used to control contact angle of the honeycomb 
structure film by adjusting its concentration according to the present invention. However, this is 
but one aspect of the contribution of the phospholipid to the present invention, and it is not the 
only reason for using the phospholipid. Using the phospholipid is crucial for preparing the 
honeycomb structure in the first place. Applicants submit that the Examiner has improperly 
utilized teachings of the instant Specification to prepare the present obviousness rejection. 

To support this argument further, Applicants submit herewith a copy of the relevant 
portion of a Japanese textbook "Specialty Polymer" and its English translation. In particular, 
please refer to the article "2.5.3 Preparation of honeycomb film from polymer other than 
amphiphilic polymer", which indicates that even when a chloroform solution of polylactic acid 
falls in drops to a water surface and high humidity air is blown on the droplets formed, a porous 
structure is not formed (see Fig. 13, the middle position, left). 

Therefore, Applicants submit that it was common knowledge for an ordinary artisan that 
a honeycomb structure could never be prepared from polylactic acid without adding an 
amphiphilic polymer before the present invention was made. 

Thus, Applicants submit that the present invention is not obvious over the cited art 
combinations, and withdrawal of these rejections is respectfully requested. 

Provisional Obviousness-Type Double Patenting Rejection 

On page 5 of the Office Action, claim 1-4 and 6 stand provisionally rejected under the 
judicially created doctrine of obviousness-type double patenting as being unpatentable over 
claims 4-10 and 12 of copending U.S. Patent Application No. 10/552,685 (Patent Publication No. 
2006/018991 1 ; commonly assigned). 
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In response, and to expedite allowance, Applicants submit herewith a terminal 



disclaimer to obviate this provisional rejection. Accordingly, Applicants submit that this 
provisional rejection has been overcome, and withdrawal of this provisional rejection is 
respectfully requested. 



In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly requested to contact the undersigned at the telephone number listed below. 

The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 



Conclusion 



Respectfully submitted, 




SUGHRUE MION, PLLC 
Telephone: (202) 293-7060 
Facsimile: (202) 293-7860 



Bruce E. Kramer 
Registration No. 33,725 



WASHINGTON OFFICE 



23373 



CUSTOMER NUMBER 



Date: June 23, 2009 
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2.5.3 Preparation of honeycomb film from polymer other than 
amphiphilic polymer 

Structure control when a honeycomb film is prepared from 
a general polymer other than an amphiphilic polymer is 
described below. The preparation of a honeycomb film using 
polylactic acid which is a degradable and bioabsorbable 
polymer is summarized in Fig. 13. As previously mentioned, 
some creative thinking is necessary to prepare a honeycomb film 
from a polymer other than an amphiphilic polymer. For example, 
even through a chloroform solution of polylactic acid is fallen 
in drops to a water surface and high humidity air is blown to 
the droplets formed, porous structure is not formed (see Fig. 
13, the middle position, left) . Therefore, film preparation 
is conducted in the presence of an amphiphilic polymer in 
addition to the polylactic acid. It is understood that a 
honeycomb structure is formed by adding the amphiphilic 
polymer in an amount of several % in weight ratio to the 
polylactic acid (see Fig. 13 , the lower position) . In the case 
that the concentration of the polylactic acid is 1 g/liter, 
a honeycomb film was stably obtained when the concentration 
of the amphiphilic polymer is 0.05 g/liter or more. It is 
understood from this result that formation of fine droplets 
becoming template holds the key in the formation of a honeycomb 
structure . 
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Polylactic acid Amphiphilic polymer 

Fig. 13 Role of amphiphilic polymer in preparation of 
honeycomb film from polylactic acid 
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